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REM ARKS/ ARGUMENTS 

i iaiiiia 1, 3, and 4 were objected as including non-elected subject matter. The applicant 
.i-i vmiiuI cm recced the objected claims accordingly by removing reference to syndcean-1. 

(.c uii ul Ucmarks to Kxaminer'a Anticipating Rejections 

I i.l examiner stated that, on the basis of Kleef et al (J Clin. Invest. 102(9):1662 et seq. 
>), U\k |>rc\ iouily pending claims would be inherently anticipated as Kleef teaches that the 
i.i. ..nil jiypicaivl antibody would also recognize human glypican-i. Using that cross-reactmty, 
il:.- . vai'Kiier Uien relies on her assertion that the claimed subject matter would be identical in 

..;k al MiMciuto and cited In rtr SpaJu 15 USPQ 2 Hd 1655, 1658 (Fed.Cir. 1990). To the extent 
tit. i ,>K-aml)le was ignoicd and under the assumption that the cross reactivity was significant 
.j>j)!:v »(u u^recs wiih the examiner's argument. 

In icsponse, the applicant amended the claims by adding further elements to the body of 
Hi*- • Kiuu. as well as by tying in the preamble to the claim elements to provide meaning to the 

1 l;c -su amended claims should give an even better understanding of the intern and scope 
ka iIk ji.ijincd subject matter- 
In ilns w-uniext, ihe applicant points out that xt is well established that the determination of 
wii, uK-i gamble recitations are structural limitations is resolved only on review of the entirety 
iii <'k appiu-siion "to gam an understanding of what the inventors actually invented and intended 
m * .K-uiiipuro by the claim."); Pac-ltc Inc. v. Anwace Corp., 903 F.2d 796, 801, 14 USPQ2d 
I >. i i h /(> [ f ud Or. 199U) Moreover, Caudinu Mktg. Im'l v. CoolsQvings.com. 7wt„ 289 F.3d 
..i ■ ..s iiw t\i u.SPQ2d at I7&5 established that "clear reliance on the preamble during 
j.u. , wuiu'ii io disimgiush the claimed invention from the prior an transforms the preamble into a 
l hi immauoci because such reliance indicates use of the preamble to define, in pan, the 
**Ki..ncd invention" 
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i u-icr'oic, " . .if the claim preamble, when read m The context of the entire claim, recites 
ii.mi.tiiuii > oi Lhc dmm, or, if the claim preamble is 'necessary to give life, meaning, and vitality' 
i». in. J. mil. ihcn ihc claim preamble shuuld be construed as if in the balance of the claim." 
/\,,, , *; ( m.vv, hie v Hewlett-Packard Co., 182 fJd 1298, 1305, 51 USPQ2d 1 161, 1 165-66 
( U ,i < (l t WJ) r See also Jansen v. Re.xall Sundown Inc , 342 F,3d 1329, 1333, 68 USPQ2d 
i ; i t : i t ed. Cir. 2003)(ln considering the effect of the preamble in a claim directed to a 
nh-.:..ki «»i neating or preventing pernicious anemia in humans by administering a certain vitamin 
io "a human in need thereof," the court held that the claims' recitation of a patienr or 
h. .Ulan "in iwcd" give-* life and meaning to the preamble's statement of purpose.) 

15 i. SCg 102(b) 

t luiin.% 1-6 were rejected under 35 USC § 102(b) as being inherently anticipated by 
K.i.i!:ikcyaii ei al. (Journal of Cell Science 1U7 32 133-3222 (1994)), Similarly, Claims 1-6 were 
u i* . wA n.Kicr 35 USC § lU2(b) a^s bemg inherently anticipated by Ivins et al. (Developmental 
ii,..i..L'y l m 320-332 ( iyy7)). The applicant disagrees, especially in view of the amendments 

ii:.i.U hovin 

\ :jmil.-(iUcl1 hcittiu claim I expressly recites a diagnostic kit agent for detection of a 
Uut.. .u viueei cell that expiesses glypican-1 wherein "...an information [must bej associated 
wu.. in:nJu:- molecule that binding ofihe binding molecule to a cell is indicative of a human 
L.-.uj lcII iliai cypresses giypicun-l ..." 

I ikewisc, amended claim 5 expressly requires that a "... therapeutic kit.,, [includes]... a 
ill.-. :|Miiu .igcm at a concentration effective to slow growth of human cancer cells identified to 
v kI>|)icui>1 . . . ,f and "...an information associated with the molecule that binding of the 
imi.i.ux; n iik-ciiie io the cancer cells slows growth of the cancer cells.. ." 

TU^e elements are neiiher inherently nor literally present in die cued references. All that 
K.i. liuUy.m et ah, and Ivin* et al. teach are compositions and methods for detection of rat 

,m it) > ai ious non-cancerous neuronal tissues, and compositions and methods fur detection 
\'\ * < lAiyc^n in various nun-ei:neerous rat neuronal tissues, respectively. These references 
.iu - mn^i> -.ik-ni un an information that is associated with a glypican-1 binding composition as 
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• mi v banned, let alone of an information as presently claimed in the context of the 
pj^.:ninlt* Therefore, and ai least for rhese reasons, claims 1-6 should not be deemed anticipated 
l>\ iii ilukcyau et ai- and Wins et ah 

35 i M'» 102 U) 

( utiin* 1*6 were rejected under 35 USC $ 102(b) as being inherently anticipated by 
i ci jI. i 1 he Jowrnul of Cell Biology 139(4): 851-864(1997)), Uu et al (The Journal of 
is„...,i;u.!i t hcmisiry 273(35) 22825-22832 (1998)), and by Luwack er al. (Developmental 
i >\ ( ..»iuK :• 2 1 1 72-fc>7 (1998)). The applicant once more disagrees, especially in view of the 
*<i,i. iitiji.c.u^ made herein. 

A.-, .uiove, amended claim ! specifically requires a "...diagnostic kit agent for detection 
Di .. iiusiuui cancer cell thai expresses glypican-l...", wherein *. ..an information [must be] 
k) , ,. nut: with me binding molecule that binding of the binding molecule to a cell is indicative 
wi luuikui cancer cell Thai expresses glypiean-l and amended claim 5 expressly requires 
iti... .i " therapeutic kit. . [includes], . .a therapeutic agent at a concentration effective to slow 
yi.iu th i»i human cancer cells idemified to express glypican-l..." and " - an information 
*w >. -v uiLii with rhe molecule that binding of the binding molecule to the cancer cells slows 
th ol ihc cunCer Cells , Tl 

in tuiurusi, Liang ex ul. teach compositions and methods for detection of glypican and/or 
i-.j.-i* * -i*. i:: vauoua nun-cancetous rut neuronal tissues, Liu teaches compositions and methods 

a ciiLin and dot blot derecnon of glypican-l, and Litwack ct ul. teach compositions and 
ui. .:.ikU lot detection ofglypjcun-1 in various non-cancerous rat tissues (neuronal and others). 
I i .-io.c ^mended claims 1-G should not be deemed anticipated by Liang, Liu, and/or Litwack 
.1-. .ii i>f iLir.e references fad to teach compositions and use of the glypicau antibodies as 

pi. .> i j 1 1 > claimed- 
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!<! M IM POK ALLOWANCE 

i Liiuis i-6 -arc pending in thb application. The applicant requests allowance of all 
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